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1 )^ Responsive to communication(s) filed on 27 April 2006 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims - — - „ 

4) ^ Claim(s) 25-31 and 50-75 is/are pending in the application. :/ A j 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 25-31 and 50-75 is/are rejected. 

J)P Claim(s) is/are objected to. . . .. 

&)□ Claim(s) are subject to restriction and/or election requirement. 
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9)n The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawjng(s) be held in abeyance. See 37 CFR 1 .85(a). 
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* See the attached detailed Office^actioQ.foj a list of the certified copies not received. 



Attachment(s) 

1) n Notice of References Cited (PTO-892) 

2) C] Notice of Draftsperson's Patent Drawing Review (PTO-948) . 

3) □ •Infomriation Disclosure Statement(s) (RTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date. . . _ .diorn.. u.. 



4) n Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Inf9rmal Patent Application (PTO-152) 

6) □ Other: [, . 0-7 , 



U.S. Patent and Trademarit Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



-ne 0ravVing(s").'is % 



Part of Paper No./Mail Date 20060719 



Application/Control Number: 09/868,435 ' * v Page 2 

Art Unit: 3621 

DETAILED ACTION 

1 . This communication is in response to applicant's amendment filed April 27, 2006. 
Claims 26-31 and 50 have been amended. Claims 26-31 and 50-75 are currently 
pending in this case. 

Response to Arguments 

2. Applicant's arguments filed April 27, 2006 have been fully considered but they 
are not persuasive. 

3. Applicant argues, with respect to independent claims 26 and 50 that nothing in 
the cited art teaches or suggests a retail store environment or point of sale environment 
in which the customer/client chooses a product which does not yet exist in a material 
form and pays for it. The production process' can only be initiated by. verified staff and " 
then can only proceed after payment. The customer/client receives the complete and 
packaged product after a few minutes of waiting and the process does not even require 
the customer/client to have a computer platform at all. 

4. Although none of the cited references show ^6r suggest all the limitations 
describes, it is the combination of the references that shows all said limitations. Slik et 
al (See Figs. 3-6, 16. Col. 18, lines 30-55) disclose a means for distributing digital data 
with a remote licensing center issuing a release code to a^ local media store 
substantially as claimed, the'differences between thel^abdv^^ 'the Vlaimecl invention * 
is the use of explicit customer selected information. It is noted that the user selection of 
digital data and subsequent data exchange prior to purchase is functionally equivalent 
to the claim limitations. Each of Grundy (See Figs. 2b-4i 8 and Qfor Richardson (See" 
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Fig. 2-10) shows the manufacture of software based on user seljBCtion. It would have 
been obvious to the person having ordinary skill in this art to provide a similar 
arrangement for Slik et al because user selection and naming are conventional 
functional equivalents of the claim limitations. 

Claim Rejections '35 use §103 . 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: - 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the, subject matter as a whole would have been obvious at the time the 
invention was made'to'a persoh'having ordinary skill in the art to which said subject matter pertairisr 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 26-31 and 50-75 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Slik et al (5809145) in view of either Grundy (5291598) or 

Richardson (5490216). 

. • .. . ■ . .. L.. ai bevcii.se user -^eiectig.. arif^ hcm.jg an.; ccnv.. ■ .>r: -: 

7. Regarding claim 26- 

Slik et al (See Figs. 3-6, 16, Col. 18, lines 30-55) disclose a means for distributing 
digital data with a remote licensing center issuing a release code to a local media store 

substantially as claimed. The differences.between the above and the claimed invention, 

,■ , 'v.'j set fcru. in this ( -tic'e act.jri: ... , • . 

is the use of explicit customer selected information. It is noted that the user selection of 
digital data and subsequent data exchange prior to purchase is functionally equivalent 
to the claim limitations. Each of Grundy.(See Figs. 2b-4, 8 and 9) or Richardson (See 
Fig. 2-10) shows the manufacture of software based on user selection. It would have 
been obvious to the person having ordinary skill in this art to provide a similar 
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arrangement for Slik et al because user selection and naming are conventional 
functional equivalents of the claim limitations. 

8. Regarding the print limitations of claim 27, Richardson (See Fig. 2-10) shows the 
manufacture of software based on user selection, which can obviously include a printed 
display shown in the Figures that are conventional functional equivalents of the claim 
limitations. 

9. Regarding protocol limitations of claim 28, Richardson (See Fig. 2-10) shows the 
manufacture of software based on user selection, which can obviously include a printed 
display shown in the Figures that is conventional functional equivalent of the claim 
limitations. 

10. Regarding personalization limitations of clainri 29r 2b-4, 8 and 
9) or Richardson (See Fig.; 2-10) shows the manufacture of software based on user 
selection and thus personalized that is conventional functional equivalent of the claim 

limitations. * ' ' ' - • v '-ji ii v ^ u '"r v - 

11. Regarding the cd limitatidns (6f Figs. 2b-4,'^8 arid 9) or' ' 
Richardson (See Fig. 2-10) shows the manufacture of software based on user selection 
on cd media that are conventional functional equivalents of the claim limitations. 

12. Regarding print limitations of claim 31 Richardson {Se^ Fig. 2-10) shows the 
manufacture of software based on us;fer selection, which can obviously include a' printed 
display shown in the Figures {which can employ any of the ubiquitous cd labeling 
applets) that is conventional functional, equivalent of the claim limitations. 

13. Regarding daim 50- : " - n . > — r :.vr r ^ ^ ^ , 

' (.^:'>c.iati:--..:;J that 'is (;^J^•lvt:n^. iu»ic(ic.!ai e^.nvjlc n ; v.^.u oI^hm 
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Slik et al (See Figs. 3-6, 16, Col. 18. lines 30-55) disclose a method for distributing 
digital data with a remote licensing center issuing a release code to a local media store 
substantially as claimed. The differences between the above and the claimed invention 
is the use of explicit customer selected information. It is noted that the user selection of 
digital data and subsequent data exchange prior to purchase is functionally equivalent 
to the claim limitations. Each of Grundy (See Figs. 2b-4, 8 and 9) or Richardson (See 
Fig. 2-10) shows the manufacture of software based on user selection. It would have 
been obvious to the person having ordinary skill in this art to provide a similar 
arrangement for Slik et a! because user selection and naming aire conventional 
functional equivalents of the claim limitations. : ■ ; 

14. Regarding the user limitations of claim 51 , Grundy (See Figs. 2b-4. 8 and 9) or 
Richardson (See Fig. 2-10) shows the manufacture of software based on user selection 
on cd media that are conventional functional equivalents of the blaim limitations. 

15. Regarding the print limitations of claim 52, Richardson (See Fig^2-10) shows the 
manufacture of software based on user selection, which can obviously include a printed 
display shown in the Figures that are conventional functional equivalents of the claim 
limitations. • ^ ■ -^-'^ " • ■ ■ . -i^--- ^-uc • '. . 

16. Regarding pf6tbc6l1imitat?6ns'of clairn 53,''Richaydson- (^^^^ the 
manufacture of software based on user selection, which can obviously include a printed 
display shown in the Figures that is conventional functional equivalent of the claim 
limitations.- ' * ' ^' ' " ' ..^jy •. 

■ .. .-v' • it|. k- id) i.iiovvr th<? i. nfifnciuie . M\software Ixisud G,, >, it: ooioGliofi. ^ 
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17. Regarding the storage limitations of claims 54-55, Grundy (See Figs. 2b-4. 8 and 
9) or Richardson (See Fig. 2-10) shows the manufacture of software based on user 
selection on cd media that are conventional functional equivalents of the claim 
limitations. • 

18. Regarding print limitations of claims 56-57, Richardson (See Fig. 2-10) shows the 
manufacture of software based on user selection, which can obviously include a printed 
display shown in the Figures (which can employ any of the ubiquitous cd labeling 
applets) that is conventional functional equivalent of the claim limitations. 

19. Regarding authenticity limitations of claims 58-59, Grundy (See' Figs. 2b-4, 8 and 
9) or Richardson (See Fig. 2-10) shows the manufacture of software based on user 
selection and thus personalized that is conventional functional equivalent of the claim 

20. Regarding print limitations of claims 60-62, Richardson (See Fig. 2-10) shows the 
manufacture of software based on user selection, which can obviously include a printed 
display shown in^the Figures (which can employ any of the ubiquitous cd labeling 
applets) that is conventional functio^rial VqUiv^ of the' claim^limitations.' '"^^^ (->i»; iit. . 

21. Regarding the sale limitations of claims 63-68, Slik et al (See Figs. 3-6, 16, Col. 
18, lines 30-55) disclose a method for distributing digital data 'with a remote licensing 



22. Regarding sale limitations of claims 69-75, Grundy (See Figs. 2b-4, 8 and 9) or 
Richardson (See Fig. 2-10) shows the manufacture of software based on user selection 




equivalent of the claim limitations.' 



;.,.-^...vj oat^u on user seiectto. , v/l^cn obViju;Jy. ^' ^l:. j; tJiinit^-; 
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and thus personalized that is conventional functional equivalent of the claim limitations 
because of the standard sale types enumerated. 

23. Examiner's Note: Although Examiner has cited particular columns, line numbers 
and figures in the references as applied to the claims above for the convenience of the 
applicant(s), the specified citations are merely representative of the teaching of the prior 
art that are applied to specific limitations within the individual claim and other passages 
and figures may apply as well. It is respectfully requested that the applicant(s), in 
preparing the response, fully consider the items of evidence in their entirety as 
potentially teaching all or part of the claimed invention, as well as the context .of the ^ 
passage as taught by the prior art or disclosed by the Examiner. 

' Conclusion " 

24. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set'forth in 37 CFR 1.136(a). ^ ^ f .. ....... i Lv.^': '.. .. 

25. A shortened statutory periocl forTeply to this final actidn 

MONTHS from the mailing date of this action. In the event a first reply' is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire 'oW t^^ the advisor^ action W mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no^event, however," will the statutory period for reply expire later 
than SIX MONTHS from the mailing date'bf this final action. 
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26. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cristina Owen Sherr whose telephone number is 571- 
272-671 1 . The examiner can normally be reached on 8:30-5:00 Monday through 
Friday. 

27. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

28. Information regarding the status of an application may be obtained from the 
Patent Application ilnformation Retrievar (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to' the Private PAIR system, contabt thie Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9^99 (IfQ OSA OR CANADA) or 571-2^^^^^^ 

. • ■ /;^; io.vyh: e li^is ai:,;:ic itiol; o^' f ^ ro. ;nq1s' assigned is 57 ^:^"/G""30^ ' ' 



COS, 07/17/06 




